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A recent US Department of Justice (USDOJ) document (10.11.2017) stated that ‘the hold-

out problem poses a more serious threat to innovation than the hold-up problem’. Further, it states 

that standard setting occurs against the backdrop of negotiations between innovators and 

implementers and therefore threats by implementers to not actively participate in good faith 

negotiation for a license on FRAND terms leads to such hold-out problems. The European 

Commission (EC) in their recent communication (COM (2017) 712 final) have discussed inter alia 

the obligations cast upon parties during pre-licensing negotiations of SEP licenses on FRAND 

terms. The EC has derived such obligations from the behavioral criteria as determined in the 

Huawei judgement. In Unwired Planet the court has referred to the evidence showing delays in 

pre-licensing negotiations resulting in the situation of holding-out.  

Similar to other jurisdictions, in India, the SEP holders and the implementers have not been 

able to amicably decide licensing issues related to SEPs. As an argument favoring interim 

injunctions, (patent infringement case) SEP holders have alleged that the implementers have been 

unwilling to enter into licensing agreements despite best efforts on the part of the SEP holders to 

offer licenses on FRAND terms. Contrary to the claim of SEP holders, implementers have 

suggested that licensing terms do not match FRAND expectations. In India, the court had the 

opportunity to judge the pre-contractual negotiations and interactions that happened between SEP 

holders and implementers. There have been instances where implementers have been declared as 

‘unwilling licensees’. The Delhi High Court has determined and discussed ‘willingness’ of parties 

based on several factors without laying down a precise framework for such determination which 

could act as a precedent for future disputes.  
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It will be interesting to see the threshold that would be adopted by Indian Courts for 

determining unwillingness given the complex situation around the issue of SEP licensing and 

willingness of an implementer to take a license on FRAND terms. 

In order to ascertain such threshold, this paper analyses various stages of a SEP licensing 

dispute. These stages are (i) awareness and knowledge on the part of implementers, (ii) notice of 

infringement, (iii) negotiations, and (iv) general behavior of the parties. 


